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1. Claim 35 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 35 is indefinite, because no structural parameters are established for 
obtaining the desired effect (+/-0.17 0 ). The Patent Office, with its limited resources, is 
not capable of determining which prior art is or is not capable of cleaving optical fibers 
within the recited range. Similarly, those of ordinary skill also could not tell if their 
devices were infringing without conducting undue testing. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 ,3-5,32-42 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fellows (4,790,465). 

Firstly Examiner would like to note that many of the limitations in Applicant' 
claims are based upon the capabilities of the device, rather than specific structure. 
Many of the recitations are more akin to method steps than structure. As is known, the 
Examiner cannot give full weight to a method step in an apparatus claim. For example, 
the recitation that the blade is vibrated between 100 and 700 Hertz can only be given 
weight inasmuch as it infers structure. Accordingly, if a prior art shows a vibrator that is 
capable of vibrating at any speed, but is disclosed as optimal at 2000 Hertz, it still would 
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meet the claim because it has the structure to vibrate between 100 and 700 hertz. 
Likewise, a piece of prior art shown holding a steel rod 1000um thick could be applied 
against a claim for holding a glass rod of 500um thick, so long as it was capable of 
doing so. 

Fellows shows; 

spaced clamping locations (6, figure 6), 

a rod cleaving blade (3) positioned between the two clamping locations (figure 6), 
a piezo-electric body (line 5, column 3), 
a drive means (5). 

The recitation of vibrating the blade at between 1 00 and 700 Hertz (or between 
250 and 450 Hertz) is outside the range recommended by Fellows (about 1000 Hertz or 
higher), but it is NOT outside the range of what Fellows is capable of vibrating at. To 
cause his vibration, Fellows employs the drive (5, lines 1-3, column 3) and/or the piezo- 
electric body (lines 3-6, column 3). Both the piezo-electric body and especially the drive 
are capable of vibrating between 100 and 700 Hertz (or between 250 and 450 Hertz), 
depending on what voltage, current or wave-form is applied. 

Fellows is capable of holding rods as small as 200um, as nothing is shown in any 
of the figures that would prevent this. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 ,3-5 and 32-42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Fellows (4,790,465) in view of Shilkrut et al. (6,000,31 0). 

Fellows shows all of the recited limitations as discussed above. Even though it is 
not necessary, it would have been obvious to one of ordinary skill in the art to have 
modified Fellows to change his frequency range. 

It has long been known to cut materials using frequencies in the recited ranges. 
See, for example, the patent to Shilkrut, on line 7, column 3, and on line 23 column 16. 
Much depends on what material is being cut. It would have been obvious to one of 
ordinary skill in the art to have adapted Fellows device to cut things other than optical 
fibers, such as paper or metal (line 17, column 15), and to have changed frequencies to 
those recommended by Shilkrut (e.g. 50-500 Hertz). 

6. Applicant's arguments have been fully considered but they are not persuasive. 
Applicant argues that the amended claim 35 has overcome the rejections of 35 

USC 1 1 2, However, neither the office nor the public can determine what would or 
would not infringe without undue experimentation. 

Applicant's arguments against the 103 rejection, along with the Declaration, are 
appreciated. However, they are directed to a method of cleaving optical fibers, whereas 
we are dealing with an apparatus claim. As discussed above, Examiner is not permitted 
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to give full weight to method steps in an apparatus claim, but can only give weight 
inasmuch as structure is inferred. 

It might be more beneficial for Applicant to file a divisional case directed to 
method claims. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth Peterson whose telephone number is 
(571)272-4512. The examiner can normally be reached on Monday-Thursday, 7:30AM- 
5PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on (571 )272-4502. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Kenneth Peterson/ 

Primary Examiner, Art Unit 3724 



